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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) |EI Claim(s) 9-10, 13-14 and 29-32 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 9-10, 13-14 and 29-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schreiner (PG Pub 20020175591). 

3. Considering claim 9, Schreiner teaches (Figures 1 + 3) a piezoelectric actuator 
(1), having a multi-layered construction of piezoelectric layers (2) interleaved with inner 
electrodes (3) and having an alternating contacting of the inner electrodes with outer 
electrodes (4,5) the regions between the outer electrodes being provided with an 
insulation layer (17) comprised of the same ceramic material as the piezoelectric layers 
and thus having the same properties as the piezoelectric layers themselves and the 
insulating layer being applied to the outer surface of the piezoelectric actuator (abstract 
+ paragraph 0006). 

4. Considering claim 10, Schreiner teaches the insulating layer enclosing the edges 
of the piezoelectric actuator (paragraph 0006). 

5. Considering claim 13, Schreiner teaches the outer electrodes being attached to 
regions of the insulating material that have been uncovered by grinding (paragraph 
0006). 
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6. Considering claim 14, Schreiner teaches the outer electrodes being attached to 
regions of the insulating material that have been uncovered by grinding (paragraph 
0006). 

7. Considering claim 29, Schreiner (Figures 1 + 3) teaches an apparatus made by 
the following steps, providing a piezoelectric stack having alternating layers of 
piezoelectric material and inner electrodes (3). The method of coating the outside of the 
stack before sintering is not germane to the issue of patentability of the device itself. 
Therefore, this limitation has not been given patentable weight. 

8. Considering claim 30, Schreiner teaches the piezoelectric stack is coated with 
the same material as is used as the piezoelectric material. The method of sintering the 
device so it becomes hard, smooth and impervious is not germane to the issue of 
patentability of the device itself. Therefore, this limitation has not been given patentable 
weight. 

9. Considering claim 31 , the method of removing portions of the sintered coating is 
not germane to the issue of patentability of the device itself. Therefore, this limitation 
has been given patentable weight. Furthermore, if the applicant still disagrees with this 
Schreiner teaches removing portions of the sintered coating (paragraph 0023). 

1 0. Considering claim 32, Schreiner (Figure 1 ) teaches outer electrodes to the area 
which has had the coating removed in a manner such that the outer electrodes (5) make 
appropriate contact with the inner electrodes (3). Whether or not the portions were 
removed after being sintered is not germane to the issue of patentability of the device 
itself. Therefore, this limitation has not been given patentable weight. 



Application/Control Number: 10/540,026 Page 4 

Art Unit: 2834 

Response to Arguments 

1 1 . Applicant's arguments see pages 5-8, filed 04 March 2009, with respect to the 
new matter rejection have been fully considered and are persuasive. The objection of 
the specification has been withdrawn. 

12. Applicant's arguments see pages 5-8, filed 04 March 2009, with respect to 1 1 2 
rejection have been fully considered and are persuasive. The rejection of claims 29-32 
has been withdrawn. 

13. Applicant's arguments filed 03 March 2009 have been fully considered but they 
are not persuasive. Regarding claim 9, the applicant argues that the insulation added 
before the sintering process should be given patentable weight because it results in a 
structure that Schreiner (prior art) does not disclose. The examiner respectfully 
disagrees. Schreiner sintered skin does results in the same structure (i.e. an insulation 
layer being applied to the outer surface of the piezoelectric actuator) as affirmed in 
Schreiner paragraph 0023 which states "A multilayer actuator 1 that has been 
manufactured according to the process according to the invention is shown in a 
schematic, much enlarged representation in Fig. 3. It has a circular cross-section 12 
and is fully coated by a sintered skin 17". Therefore, the argument that the process 
limitation results in structure that Schreiner does not teach is moot. Therefore, the 
process limitation has not been given patentable weight. 

Regarding the applicant's argument that Schreiner insulation layer is not made 
from the same material as the piezoelectric layer as the applicant stated in the previous 
office action Schreiner states (abstract) that the actuators contain a ceramic material 
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and that the insulation skin is produced from sintering. It is well-known that sintering 
ceramic materials is done to assure a tight seal. Therefore, it can be concluded that the 
insulation skin is indeed made of the same ceramic material that the piezoelectric layers 
contain since the reason for the two same ceramic materials as stated in the applicant's 
application (paragraph 001 1) is to assure a very tight, integral bond. 

Second in the applicants response sent in 04 March 2009 page 8, under The 
Prior art Rejection, the applicant states "This skin of Schreiner et al. is created as part of 
the sintering process, but it is formed from the material of the piezoelectric layers of the 
stack". It appears to the examiner that the applicant is acknowledging that both the 
piezoelectric material of Schreiner and insulation material are both made from the same 
piezoelectric material. Therefore, the applicant's arguments that Schreiner does not 
disclose the piezoelectric layer and insulation layer are made from the same material 
are moot. 

Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

1 5. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN P. GORDON whose telephone number is 
(571)272-5394. The examiner can normally be reached on Monday-Thursday 8:00- 
5:30, Friday 7:30-4:00. 

1 7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached on 571-272-8188. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

18. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Quyen Leung/ 

Supervisory Patent Examiner, Art Unit 2834 

/Bryan P Gordon/ 
Examiner, Art Unit 2834 



